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A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS, 
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- Extensions of time maybe available under the provisions of 37 CFR 1.136(a). In no event, however, may a reply be timely filed 
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3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 
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Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 
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application from the International Bureau (PCT Rule 17.2(a)). 
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Claim Rejections - 35 (JSC § 102 

1 . The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in a patent granted on an application for patent by another filed in the 
United States before the invention thereof by the applicant for patent, or on an international application by 
another who has fulfilled the requirements of paragraphs (1), (2), and (4) of section 371(c) of this title 
before the invention thereof by the applicant for patent. 

The changes made to 35 U.S.C. 102(e) by the American Inventors Protection Act of 1999 
(AIPA) do not apply to the examination of this application as the application being examined was 
not (1) filed on or after November 29, 2000, or (2) voluntarily published under 35 U.S.C. 122(b). 
Therefore, this application is examined under 35 U.S.C. 102(e) prior to the amendment by the 
AIPA (pre-AIPA 35 U.S.C. 102(e)). 

2. Claims 1-2, 5-7, 9 and 14 are rejected under 35 U.S.C. 102(e) as being anticipated by 
Mates (6,564,347). 

As per claims 1-2 and 6, Mates discloses an integrated circuit comprising: 
a processig core (processor); 

an internal memory containing test routines that the processing core executes to test the 
integrated circuit; and 
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an interface coupled to the processing core to permit activation of a first output signal 
indicating a test result from executing the test routines. (See Fig. 2, col. 2, lines 25-29, col. 4, 
lines 26-34, col. 7, line 61 to col. 8, line 8). 

As per claim 5, Mates further discloses wherein the processing core execute the test 
routines from the internal memory during a production test of the integrated circuit (col. 2, lines 
25-20 and col. 7, lines 54-60). 

As per claim 7, Mates further discloses wherein the internal memory contains a first set of 
test routines for execution during a production test of the integrated circuit (col. 2, lines 25-20 
and col. 7, lines 54-60); and a second set of test routines for executin during an in-product test of 
the integrated circuit (col. 2, lines 66-67). 

As per claim 9, this method claim is rejected under similar rationale as set forthln the 
system claim 1. 

As per claim 14, this claim is rejected under similar rationale as set forth in claim 5. 
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3. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or 
in public use or on sale in this country, more than one year prior to the date of application for 
patent in the United States. 

4. Claim 9 is rejected under 35 U.S.C. 102(b) as being anticipated by Vigil et al (5,732,209). 
Claim 9, Vigil et al teaches a test method for an integrated circuit (col. 1, lines 10-15) 

comprising: using a processing core in the integrated circuit to execute test routines stored in the 
integrated circuit (col. 5, lines 9-30, lines 50-53; col. 7, lines 18-24); and observing a first signal 
output from the integrated circuit as a result of the processing core executing the test routines, the 
first signal indicating whether the execution of the test routines detected a failure in the 
integrated circuit (col 2, lines 28-45, col. 14, lines 20-25, col. 15, lines 39-44, Fig. 9, blocks 104, 
122 and 124). 

5. Claims 3-4, 8, 10-13 and 15-17 are objected to as being dependent upon a rejected base 
claim, but would be allowable if rewritten in independent form including all of the limitations of 
the base claim and any intervening claims. 

6. Any inquiry concerning this communication or earlier communications from the examiner 
should be directed to Phung My Chung whose telephone number is 571-272-3818. The examiner 
can normally be reached on Monday-Friday. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Albert Decady can be reached on 571- 272-3819. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 




